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Status 

1 )^ Responsive to communication(s) filed on 2-6-09 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1.3-11.13-19.21-29.31-41.43 and 44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \Z\ Claim(s) is/are allowed. 

6) |EI Claim(s) 1.3-11.13-19.21-29.31-41.43 and 44 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Response to Amendment 



1. 



This Office Action is responsive to the amendment filed February 6, 2009. 



2. 



Claims 1, 3-11, 13-19, 21-29, 31-41, 43 and 44 are pending. 



Response to Arguments 



3 . Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. 



4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be oblaiiiccl iliDUgh the cniion is ik)1 idciuically disck)scd or described as set forth in 
section 102 of this title, if the dift'crcnccs between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1, 3-1 1,13-19,21-29,31-41,43 and 44 rejected under 35 U.S.C. 103(a) as being 
impatentable over U.S. Patent No. 6226618 to Downs et al. ("Downs"). 

Referring to claim 1 , Downs discloses verifying the integrity of information contained in 
a package fro distribution by an electronic device indicative of the conditions in which 
distribution of the package is allowed, and if the verification of the integrity of the package fails, 
prohibiting the distribution of the package, if said verifying does not fail, examining said 
information indicative of the conditions in which the distribution of the package is allowed to 
determine whether the distribution of the package is allowed and if said examining determines 
that distribution of the package is allowed, distributing said package (see col. 19 table, steps 133- 
148 and col. 27, lines 10-21; col. 59 & 60 - "Usage Conditons Tool"). The Clearinghouse in 



Claim Rejections - 35 USC § 103 
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Downs verifies the usage condition that is stored in a secured container(see step 133-143 of col. 
18 & 19; col. 27, lines 10-21; col. 59 & 60 - "Usage Conditons Tool"). Downs also discloses a 
package that contains at least media object (see col. 18 & 19 - Content SC). Downs does not 
expressly disclose teach a single package including both the Content SC and the usage condition. 

However, it has been held that constructing a formerly integral structure in various elements 
involves only routine skill in the art (see In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 
(CCPA 1961) and MPEP §2144.04 V.C). 

Referring to claim 3, Downs discloses the method wherein said package is distributed to 
another electronic device (see col. 18 table , step 136 & col. 19 table, steps 143-148 - the content 
store distributes the package to the end-user). 

Referring to claim 4, Downs discloses the method wherein said information indicative of 
the conditions in which the distribution of the package is allowed and the at least one media 
object are stored in the same file (see col. 18 & col. 19 table). 

Referring to claim 5, Downs discloses the method wherein said information indicative of 
the conditions in which the distribution of the package is allowed and the at least one media 
object are stored in different files (see col. 18 & col. 19 table). 

Referring to claim 6, Downs discloses the method wherein said information indicative of 
the conditions in which the distribution of the package is allowed is protected by a digital 
signature (see col. 7, lines 18 -22 - Downs utilizes SC for distribution of packages; the SC is a 
carrier of information that uses digital signature for protection). 
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Referring to claim 7, Downs discloses the method wherein a software is executed in the 
electronic device for controlling the handling of the package, and the modification of the 
package is prevented by said software (see col. 18 & 19 tables). 

Referring to claim 8, Downs discloses the method comprising storing at least one 
package into a memory of the electronic device, selecting a package from the memory for 
distribution to a second electronic device, verifying the integrity of the package, examining said 
information indicative of conditions in which the distribution of the package is allowed or is not 
allowed to determine if the package can be transmitted or not, and on the basis of said examining 
either transmitting the selected package to the second electronic device, if it is determined that 
the transmission is allowed, or not transmitting the selected package to the other electronic 
device, if it is determined that the transmission is not allowed (see claim 1 above). 

Referring to claim 9, Downs discloses the method wherein said information indicative of 
conditions in which the distribution of the package is allowed or is not allowed comprising at 
least one detail of the other electronic device, wherein the electronic device communicating with 
the other device exchanges information on said at least one detail of the other device for 
determining whether the distribution is allowed or not (see claim 1 above & col. 24, lines 36-40 - 
the license SC carries the id of the end-user device). 

Referring to claim 10, Downs discloses the method wherein said information indicative 
of conditions in which the distribution of the package is allowed or is not allowed comprising 
information about the cost of the package and the payment method (see claim 1 above & col. 24, 
lines 36-40- the Ucense SC carries transaction information, which includes cost of the package 
and the payment method). 
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Claims 1 1 and 14-18 teach a system that performs the steps of method claims 1,3-11, 13- 
19 are rejected on the same rationale as claims 1, 3-5, 8-10 above. 

Claim 19 teaches an electronic device that performs the steps of method claim 1 above; 
therefore, this claim is rejected on the same rationale as claim 1 above. 

Claims 22 and 23 teach an electronic device that performs the steps of method claims 4 
and 5 above; therefore, these claims are rejected on the same rationale as claims 22 and 23 
above. 

Referring to claim 24, Downs teaches the device wherein the controller is configured for 
preventing modifying the package (see col. 18 and 19 table - the content is encrypted thereby 
preventing modifications). 

Claims 27 and 28 teach an electronic device that performs the steps of claims 9 and 10 
above; therefore, these claims are rejected on the same rationale as claims 9 and 10 above. 

Claim 29 is teaches a mobile device that performs the steps of claim 1 above; therefore, 
this claim is rejected on the same rationale as claim 1. 

Claim 3 1 is a computer readable medium stored with machine executable instructions for 
performing steps of claim 1 above; therefore, this claim is rejected on the same rationale as claim 
1. 

Claim 32 is a computer readable medium according to claim 3 1 that include instructions 
for performing the steps 8 above; therefore, this claim is rejected on the same rationale as claim 
8. 

Claim 33 is rejected on the same rationale as claim 1 above. 
Claim 35 is rejected on the same rationale as claim 4 above. 
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Claim 36 is rejected on the same rationale as claim 5 above. 

As per claim 40, Downs discloses the information indicative of conditions in which the 
distribution of the package is allowed comprises at least one of the following: date, time of day, 
identity of the electronic device, identity of the other electronic device, manufacturer of the 
electronic device, model or version of the electronic device, model or version of the other 
electronic device, manufacturer of the package, user subscription information and at least one 
other detail of the other electronic device (see col. 18 & 19 table - the license SC). 

Claim 41 is rejected on the same rationale as claim 1 above. 

Claim 42 and rejected on the same rationale as claim 8 above. 

Claim 43 is rejected on the same rationale as claim 10 above. 

Claim 44 is rejected on the same rationale as claim 1 above. 

Conclusion 

6. Although the conditional/optional elements have been considered, Applicant is reminded 
that optional or conditional elements do not narrow the claims because they can always be 
omitted. See MPEP §2106 II. C: "Language that suggests or makes optional but does not require 
steps to be performed or does not limit a claim to a particular structure does not limit the scope 

of a claim or claim limitation. [Emphasis in original.]" 

7. Functional recitation(s) using the word "for" or other functional language have been 
considered but are given little patentable weight^ because they fail to add any structural 
limitations and are thereby regarded as intended use language. A recitation of the intended use of 
the claimed product must result in a structural difference between the claimed product and the 

^ See e.g. In re Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983)(stating that 
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prior art in order to patentably distinguish the claimed product from the prior art. If the prior art 
structure is capable of performing the intended use, then it reads on the claimed limitation. In re 
Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) ("The manner or method in which such 
machine is to be utilized is not germane to the issue of patentability of the machine itself"); In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). See also MPEP §§2114 and 21 15. Unless expressly 
noted otherwise by the Examiner, the claim interpretation principles in this paragraph apply to all 
examined claims currently pending. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



although all limitations must be considered, not all limitations are entitled to patentable weight). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jalatee Worjloh whose telephone number is 571-272-6714. The 
examiner can normally be reached on Monday - Friday 10:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt II can be reached on 571-272-6709. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jalatee Worjloh/ 

Primary Examiner, Art Unit 3685 



